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This is in response to Papers filed on 08 November 2004. 

I. Applicants state on the record that the amendments to the claims would overcome the 
rejections on the record. 

II. Claims (two claim 4) are rejected under 35 U.S.C. 112; second paragraph, as being 
indefinite. 

There are claim 4 with "4. cancel" and claim 4 with "4. (original)". 
There is required that it is only one claim 4. 

III. Dependent claim 4 with "4. (original)" is rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite. 

It is not further limited independent claim 1. 

IV. Dependent claims 1-3, 4 with "4.(original)" and 9-18 are rejected under 35 U.S.C. 1 12, 
second paragraph, as being indefinite or double inclusion. 

A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. Note the 
explanation given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 203 1 , 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is followed by 
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"such as" and then narrow language. The Board stated that this can render a claim indefinite by 
raising a question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required feature of 
the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 3 1 USPQ 74 (Bd. 
App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 
(Bd. App. 1949). In the present instance, the above claims recites the broad recitation "at least 
0.02 mol" or '0.06 mol of a colour...", and the claims also recites "at least 50 mmol of a 
colour...' 5 . 

V. Claims 1, 2, 4 and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Abe et 
al (5,998,1 11). 

Abe et al disclose and teach a single-part color developing concentrate having a pH value 
of 10 or more on col. 31 :36-40 and comprising from up to 200 mmol of a color developing agent 
on col. 22:46, from about 55 g/1 of a hydroxylamine containing antioxidant on col. 40:63-64 and 
up to 15 g/1 of an non-ionic surfactant of the general formula (SI) on col. 9:24, surfactants SI(1- 
52) and 20: 17-1 8 and TABLE 2 at Sample No. 2 and 6. The concentrate is diluted to about 5 
times with water before use on col. 42:6- 10. Since Abe et al disclose and teach the limitations of 
the claims, they are found to be anticipated by Abe et al. 

VI. Claims 1-4, 9 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Abe 
et al (5,998,1 11) considered in view of Papai (2002,0150845). 
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Abe et al disclose, teach and suggest a single-part concentrate color developing 
composition having a pH value of 10 or more on col. 31 :36-40 and comprising from up to 200 
mmol of a color developing agent on col. 22:46, from about 55 g/1 of a hydroxylamine containing 
antioxidant on col. 40:63-64 and up to 15 g/1 of an non-ionic surfactant of the general formula 
(SI) on col.9:24, surfactants SI(l-52) and 20:17-1 8 and TABLE 2 at Sample No. 2 and 6. The 
composition is diluted to about 5 times with water before use on col. 42:6-10. Since Abe et al 
disclose, teach and suggest the limitations of the claims 1 ,2 4 and 11, they are found to be 
rendered prima facie obvious by Abe et al. (1) The language "concentrate" as selected by 
applicants has been considered but has and is given a little to no patentable value since "0.02 
mol...per liter 5 or "50mmol...L" or "0.06 mol...per liter 5 as broadly claimed is well below 
amounts of ready-to-use amounts of a color developing agent as selected by one having ordinary 
skill in the art. Please especially the submitted and applied references on the record. (2) The 
newly added language "where in a concentrate is a preperation...to produce a ready-to-use" is 
considered as an added instruction or procedure or step just before or during use the claimed 
material. It has and is given a little to no patentable value in the instant material claims. It will be 
given full values in a process for using a material claim only since instantly claimed material 
does not have to dilute and used right away. But it can be traded, sold and brought in an 
undiluted form as broadly claimed. Should applicants disagree, they are urged to show or provide 
a convincing evidence to the contrary. 

With respect to claim 9, the color developing agent is not always in a sulfate salt form. 
Please see Abe et al at col. 22:36-37 with no salt or salts other than sulfate being known in the art 
for the same or about the same result of developing an a color image. 



Application/Control Number: 10/622,594 Page 5 

Art Unit: 1752 

With respect to claim 3, "CD-4" color developing agent in no salt form is not taught in 
Able et aL Please see Papai at paragraphs [0010] and [0025] "CD-4" in free base being known in 
the art for the same or about the same result of color developed images and for the advantage of 
no sulfate precipitation. The use of up to 100 g/1 of the "CD-4" in free base is disclosed, taught 
and suggest in paragraph [0020]. 

Since the above references are al 1 related to high concentration of color developing 
agent, it would have been obvious to one having ordinary skill in the art at the time the invention 
was made to use "CD-4" in free base form from Papai in Abe et al developer concentrates for the 
desired advantage of obtaining the same or about the same color developed images and no 
sulfate precipitation as disclose, taught and suggest by Papai. 

VII. Claims 1-4 and 9-13 and 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mikoshiba et al (6,713,243) considered in view of Papai (2002,0150845). 

Mikoshiba et al disclose, teach and suggest high (col. 96:58-59) and low (95:45-47) 
concentrations of a color developing agent containing color developing compositions having an 
alkaline pH on col. 95:49-50 and comprising high and low concentrations of a color developing 
agent as cited above, a requisite amount of nonionic surfactant on col.95:33-34 and 96:46-48, a 
requisite amount of antioxidants on col. 95:42-44 and 96:44-46, an optical brightener on 
col. 95:40-42 and 96:53-54, less than 0.1 mol of sulfonate ions. There is no disclosure, teaching 
or suggestion of any undissolved component, or precipitation or multiphase or not homogeneous 
(It should be noted that for any argument with respect to a property of a material, the law 
required that applicants must provide a factual evidence to support in accordance with the 
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authority stated in In re Schreiber, 44 USPQ2d 1429 states that "A patent applicant is free to 
recite features of an apparatus either structurally or functionally. See In re Swinehart... 169 
USPQ 226, 228... Yet, choosing to define an element functionally, i.e., by what it does, carries 
with a risk. As our predecessor court state in Swinehart... where the Patent Office has reasons 
that the functional limitation asserted to be critical for establishing novelty in the claimed subject 
mater may, in fact, be an inherent characteristic of the prior art, it possesses the authority to 
require the applicant to prove that the subject matter shown to be in the prior art does not possess 
the characteristic relied on." A statement or argument alone may have and be given a little to no 
value because it is not factual evidence). (1) The language "concentrate" as selected by 
applicants has been considered but has and is given a little to no patentable value since "0.02 
mol...per liter 5 or "50mmol...L" or "0.06 mol...per liter" as broadly claimed is well below 
amounts of ready-to-use amounts of a color developing agent as selected by one having ordinary 
skill in the art. Please especially the submitted and applied references on the record. (2) The 
newly added language "where in a concentrate is a preperation...to produce a ready-to-use" is 
considered as an added instruction or procedure or step just before or during use the claimed 
material. It has and is given a little to no patentable value in the instant material claims. It will be 
given full values in a process for using a material claim only since instantly claimed material 
does not have to dilute and used right away. But it can be traded, sold and brought in an 
undiluted form as broadly claimed. Should applicants disagree, they are urged to show or provide 
a convincing evidence to the contrary. 
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With respect to claim 2 5 "0.06 mol " color developing agent is not taught in Mikoshiba et 
al. Please see Papai at paragraphs [0020] with up to 100 g/1 of a color developing agent being 
disclosed, taught and suggested. 

With respect to claim 3, "CD-4" color developing agent in no salt form is not taught in 
Mikoshiba et al. Please see Papai at paragraphs [0010] and [0025] "CD-4" in free base being 
known in the art for the same or about the same result of color developed images and for the 
advantage of no sulfate precipitation. The use of up to 100 g/1 of the "CD-4" in free base is 
disclosed, taught and suggest in paragraph [0020] and claim 9. 

With respect to claims 12 and 15, "two or more liquid phases" is not taught in Mikoshiba 
et al. Please Papai at paragraphs [001 9], [0024] and claim 9 for the teaching and suggestion of 
adding a non-water-soluble solvent to obtain a multiphase system. 

Since the above references are al 1 related to high concentration of color developing 
agent, it would have been obvious to one having ordinary skill in the art at the time the invention 
was made to use "CD-4" in free base form from Papai in Abe et al developer concentrates for the 
desired advantage of obtaining the same or about the same color developed images and no 
sulfate precipitation and multiphase system with an organic solvent as top layer to avoid an 
oxidation of a color developing agent in under layer for the reasonable expectation of obtaining a 
stable color developing composition. 

VIII. Applicant's arguments filed 08 November 2004 have been fully considered but they are 
not persuasive. 
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In view of applicants' amendments and arguments, the rejections on the record in the 
previous Office action mailed 03 August 2004 have been withdrawn. 
The above rejections over the prior art are new. 

IX. Chen et al (6,387,067) is cited to show that a concentrate is known to be contained in a 
package for use in an automatic feeding color photographic processor. However, "package to be 
used for processing machine with automatic docking procedure" in claim 14 has not been found. 

X. Abe (6,020,1 1 3) is cumulative the above applied primary references. 

XI. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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XL Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hoa V. Le whose telephone number is 571-272-1332. 
The examiner can normally be reached from 6:30 AM to 4:30 PM on Monday though Thursday 
and about the same time of most Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly can be reached on 571-272-1526. 

Applicants may file a paper by (1) fax with a central facsimile receiving number 703- 
872-9306. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Hoa V. Le 



Primary Examiner 
Art Unit 1752 



HVL 

16 December 2004 



HOA VAN LE 
PRIMARY EXAMINER 




